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DETAILED ACTION 

Claim Rejections - 35 USC § 103 

1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Shiozawa, JP 04-134815 A in view of Beatty et al, US Patent 6,692,249 B1. 

Shiozawa teaches a thermal treatment system that includes an outer tube 1 
made of silicon oxide that has a closed upper portion; an open lower portion; and a 
flange formed on an outer peripheral side of the lower portion. The lower portion has a 
tapered portion 12 so as to expand a diameter thereof toward the lower end. (See 
figures 1-3) 

Shiozawa differs from the present invention in that Shiozawa does not teach the 
body is made out of silicon carbide or the specific dimensions of the outer tube (i.e. size, 
radii of curvature, surface roughness, etc). 

Beatty et al teaches a thermal treatment apparatus that includes an outer tube 
1 2 made of silicon carbide. 

Providing dimensions for an apparatus is a fundamental engineering skill and is 
part of applying the disclosures of patents, which rarely give specific dimensions. 
Furthermore, it was held in Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 
777 (Fed. Cir. 1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984), by the Federal 
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Circuit that, where the only difference between the prior art and the claims was a 
recitation of relative dimensions of the claimed device and a device having the claimed 
relative dimensions would not perform differently than the prior art device, the claimed 
device was not patentably distinct from the prior art device. (Also see MPEP 
2144.04. IV.A) If the apparatus of Shiozawa were made to the dimensions taught in the 
specification, it would have all of the claimed ratios. 

The motivation for making the outer tube of Shiozawa out of silicon carbide is to 
provide an alternate material of construction as taught by Beatty et al. 

The motivation for making the apparatus of Shiozawa to the specific dimensions 
of the specification is to provide specific dimensions from which to manufacture the 
apparatus of Shiozawa as required by Shiozawa. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to make the outer tube of Shiozawa out of silicon carbide as 
taught by Beatty et al, and to provide specific dimension from which to manufacture the 
apparatus of Shiozawa. 

3. Claims' 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Beatty et al, US Patent 6,692,249 B1 . 

Beatty et al teaches a thermal treatment system that includes an outer tube 12 
made of silicon carbide that has a closed upper portion; an open lower portion; and a 
flange formed on an outer peripheral side of the lower portion. The lower portion has a 
tapered portion so as to expand a diameter thereof toward the lower end. (See figures 
1-3) For clarity the Examiner has attached a blown up portion of figure 2, which is 
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similar to figures 1 and 3. 

Beatty et al differs from the present invention in that Beatty et al does not teach 
specific dimensions of the outer tube (i.e. size, radii of curvature, surface roughness, 
etc). 

The providing dimensions for an apparatus is a fundamental engineering skill and 
is part of applying the disclosures of patents, which rarely give specific dimensions. 
Furthermore, it was held in Gardner v. TEC Systems, Inc., 725 F.2d 1338, 220 USPQ 
777 (Fed. Cir. 1984), cert, denied, 469 U.S. 830, 225 USPQ 232 (1984), by the Federal 
Circuit that, where the only difference between the prior art and the claims was a 
recitation of relative dimensions of the claimed device and a device having the claimed 
relative dimensions would not perform differently than the prior art device, the claimed 
device was not patentably distinct from the prior art device. (Also see MPEP . 
2144.04.IV.A) If the apparatus of Beatty et al were made to the dimensions taught in the 
specification, it would have all of the claimed ratios. 

The motivation for making the apparatus of Beatty et al to the specific 
dimensions of the specification is to provide specific dimensions from which to 
manufacture the apparatus of Beatty et al as required by Beatty et al. 

Therefore it would have been obvious to one of ordinary skill in the art at the time 
the invention was made to provide specific dimension from which to manufacture the 
apparatus of Beatty et al. 
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Blown up portion of figure 2 




Response to Arguments 

4. Applicant's arguments with respect to claims 1-8 have been considered but are 
moot in view of the new ground(s) of rejection. 

5. Applicant's arguments filed January 12, 2006 have been fully considered but they 
are not persuasive. 

In regard to the argument that: 

That is, the lower portion which includes the tapered portion has a thickness ta, the tapered 
portion is expanding the inner diameter, and the flange is formed on an outer peripheral side of 
the lower portion. Thus, the tapered portion of the lower portion forms an angle of less than 90° in 
the inside with respect to the surface of the base and an angle of more than 90° on the outside 
(see Appendix A). On the other hand, the tube shown in Beatty et al. has a "tapered" portion 
which has a different thickness from the rest of the tube, i.e., the "tapered" portion of Beatty et al. 
is made thicker than the rest of the tube. As such, it is believed that excessive stress is exerted 
on the thicker portion of the Beatty et al. tube, making it less durable. Furthermore, the tube 
shown in Beatty et al. has the flange and "tapered" portion supporting the tube at the fight angle, 
and thus more stress is believed to be concentrated toward the flange as shown in Figure 4, 
making it more likely to be broken. Therefore, it is respectfully submitted that the structure recited 
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in amended Claim 1 is believed to be distinguishable from Beatty et al. 
The Examiner disagrees for the following reasons: 

1) Where t a is measured from is not specified. 

2) The ranges in which t a is used are so large that doubling the thickness of t a 
would not necessarily move the ratio out of the claimed range. 

3) The angle of the flange to the base is not claimed. 

4) The durability of the base is not claimed. 

5) The Applicant has not provided any evidence to support the arguments "it is 
believed that excessive stress is exerted on the thicker portion of the Beatty et al. 
tube, making it less durable" and "thus more stress is believed to be 
concentrated toward the flange". 

6) The outer tube of figure 4 is not the same as the outer tube of Beatty et al. 

Conclusion 

6. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. The cited art teaches the technological background of the 
invention. The cited art contains patents that could be used to reject the claims under 
35 USC § 103. These rejections have not been made because they do not provide any 
additional or different teachings, and if they were applied, would have resulted in an 
undue multiplication or references. (See MPEP 707.07(g)) Yamaga et al, US Patent 
5,578,132 (figure 11) and Ahlgren, US Patent 4,985,281 could be used to make 
rejections similar to the rejection under Beatty et al. 

7. Any inquiry concerning this communication or earlier communications from the 
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examiner should be directed to Jeffrie R. Lund whose telephone number is (571 ) 272- 
1437. The examiner can normally be reached on Monday-Thursday (6:30 am-6:00pm). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Parviz Hassanzadeh can be reached on (571) 272-1435. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 



Business Center (EBC) at 866-217-9197 (toll-free). 
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Primary Examiner 
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